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INTELLECTUAL PROPERTY & 
LICENSING

Intellectual property rights (IPR) concerns have been at 

or near the top of the advocacy agenda of the American 

Chamber of Commerce in Taipei over the years. IPR 

protection continues to play a crucial role in maintaining 

Taiwan’s competitive position in the global economy.

There have been some encouraging developments in 

Taiwan IPR protection in the last year. TIPO’s e-filing 

service for patent and trademark applications and continued 

expansion of the Patent Prosecution Highway (PPH) with 

a number of countries are resulting in fewer complications 

and delays in the patent and trademark application process. 

The Chamber was encouraged to see a number of positive 

copyright law reforms proposed when Taiwan was preparing 

for Trans-Pacific Partnership (TPP) candidacy. However, 

these reforms have not been incorporated in the current 

Copyright Law draft amendments. In addition, the Committee 

commends the continued efforts to fast-track IPR cases, which 

have resulted in Taiwan having one of the more efficient IPR 

enforcement systems – except for dealing with cases involving 

online piracy – in the Asian region.

The Committee saw little or no improvement, however, 

on all issues brought up last year in the White Paper, which 

continue to be a matter of great concern. There has been no 

movement on reform of the Copyright Collective Management 

Organization (CCMO) system. Online copyright infringement 

continues to grow, and through inaction Taiwan is increasingly 

falling behind the rest of the world through ineffective 

enforcement of online piracy. Protection and enforcement by 

the Taiwan authorities is either absent or confusing.

Revision to the Copyright Act, which has been going on 

for years, continues to be delayed. The fourth draft, now 

under review, does little to address pressing and evolving 

copyright infringement issues that are only worsening as 

the years go by. Another concern is that over the past year 

judges have demonstrated an increasing reluctance to grant 

search warrants in IPR-related cases – which are necessary for 

the preservation of evidence – while further hampering IPR 

enforcement through reduced levels of sentencing and fines 

given to those convicted. The message sent is that enforcement 

is little more than a cost of doing business, rather than real 

punishment for IPR infringement.

In the past decade, particularly in the last five years, rapid 

technological progress has drastically changed the way we 

live. People now rely heavily on the internet, and social media 

has become one of the most common ways to interact and 

communicate. These changes have reshaped the landscape 

of business around the world, as transactions are no longer 

bound by national boundaries. E-commerce platforms have 

proliferated globally, but the same technology that facilitates 

the accessibility and efficiency of transactions also aggravates 

the problem of copyright infringements. Due to the borderless 

nature of the internet, copyright infringement now occurs on 

a worldwide scale.

Considering these changes, the Taiwan government cannot 

continue to rely on outdated means of combatting copyright 

infringement or be overly concerned with the protection of 

end users of pirated copyrighted works. 

Suggestion 1: Adopt effective measures to resolve 
online copyright infringements.

Many online services are available in Taiwan today for 

providing legitimate content of music, motion pictures, 

television programming, games, software, and other 

copyrighted materials at reasonable – often inexpensive – 

prices. Still, many consumers in Taiwan continue to access 

unauthorized copyrighted content offered by infringing 

rogue websites overseas almost free of charge. A recent study 

conducted in Taiwan found that most of those surveyed 

recognize that online piracy is equivalent to theft, and that 

not enough is being done to deter such activities. The use of 

illicit streaming devices (set-top boxes used for piracy), apps, 

website linking, or OTT (over-the-top) services and “plug 

in” media players to facilitate online copyright infringement 

represent the fastest-growing challenge to effective copyright 

enforcement.

Over the past few years, Taiwan has attempted, without 

success, to find effective solutions to the proliferation of 

online copyright infringement. Certain websites profit from 

copyright infringement of others’ valuable creative content, 

restricting the rights-holder’s ability to make sales and 

poisoning the legitimate market for local and foreign creators 

and their distributors. Such pirate websites are a drain on the 

legitimate Taiwan digital economy, and represent a shockingly 

large percentage of all internet traffic – 23.8% of all internet 

bandwidth in North America, Europe, and the Asia-Pacific. In 

addition, users who are free-riding on unauthorized content 

are vulnerable to downloading malware or being exposed to 

high-risk advertising.

Taiwan’s approach to combatting on-line piracy is seriously 

out of date. More than 40 countries or territories around 

the world – including the United Kingdom, France, Italy, 

Germany, Spain, and Australia, as well as Singapore, South 

Korea, Malaysia, Indonesia, and India in the Asia region 

– have already adopted effective administrative or judicial

approaches to prevent access to copyrighted content offered

by overseas unauthorized resources. In particular, the Court of

Justice of the European Union has confirmed that providing

website blocking injunctive relief to rights-holders is permitted

under EU legislation and Article 8(3) of the EU Copyright

Directive.

Given the failure of TIPO’s attempt to adopt an effective 

administrative approach several years ago, this Committee 

suggests amending the IPR Case Adjudication Act to provide 
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a clear and swift legal basis and procedures for copyright 

holders to obtain injunction relief from the IP Court to block 

access to overseas rogue websites, irrespective of questions of 

jurisdiction and the absence of defendant infringers. 

We suggest adopting the following three measures, each 

of which has been implemented in other countries where 

they have proved effective in reducing online piracy rates and 

increasing legitimate in-country online content services:

1. Develop an Infringing Website List (IWL) of illegal pirate 

sites to be vetted and held by law enforcement agencies, 

and obtain agreement from online advertisers not to 

do business with IWL sites. As a result of ads placed on 

pirate sites, often out of ignorance of the nature of the 

sites, major brands may inadvertently provide them with 

economic support, while at the same time siphoning funds 

away from legitimate content creators. This problem is 

worldwide and not unique to Taiwan.

 Some other major content markets, like the United 

States and United Kingdom, have adopted a “follow-the-

money approach,” which has proved to be an important 

tool in the piracy fight. This approach was led by the 

London Police Intellectual Property Crime Unit (PIPCU), 

which has worked in partnership with the UK online 

advertising industry and rights-holders. Officers first 

attempt to contact the owner of the illegal site to offer 

them the chance to operate legitimately. If the illegal site 

fails to comply, it is placed on the IWL, which is held 

by the police unit on an online portal, where it provides 

advertisers, ad agencies, and other intermediaries with a 

reliable reference for websites that should be avoided for 

advertising placement in order to protect their (or their 

clients’) brands and to avoid inadvertently promoting 

copyright piracy. The consequent disruption in the 

revenue flow to pirate sites discourages infringers from 

engaging in that business model. 

2. Amend the laws to provide a no-fault remedy for ISPs to 

disable access to infringing websites.

 As a result of increasing online infringement, 42 

governments worldwide have adopted narrowly tailored 

measures requiring internet service providers (ISPs) to 

take reasonable steps – known as site-blocking – to 

disable access to primarily infringing websites. Most 

countries already disable access to websites to address 

specific societal harms, for example halting access to child 

pornography, and an increasing number of countries in 

the Asia Pacific region, including South Korea, Australia, 

and Singapore, have adopted a remedy specifically 

designed to disable access to websites built on copyright 

infringement. 

 While each of these countries has implemented the remedy 

in a slightly different manner, the goal remains the same: 

ensuring that the internet is open to legitimate creative 

businesses and that the marketplace is not flooded with 

websites whose business models are built on infringing 

the rights of creators. Since many infringing sites employ 

tactics such as locating the server offshore to avoid 

detection and enforcement, countries have deemed it 

necessary to adopt a “no-fault” approach whereby ISPs 

are instructed to disable access to an infringing site but 

are not themselves held liable for the site’s infringement of 

copyright. The law of the United Kingdom is particularly 

instructive as to how a simple injunctive relief provision 

can be employed to effectively reduce online infringement.

3. Adopt legal provisions to prohibit the marketing and 

distribution of plug-and-play media devices that 

facilitate online copyright infringement. The use of 

“plug-in” media players to facilitate online copyright 

infringement represents the fastest growing challenge to 

effective copyright enforcement, retarding growth and 

innovation in the global audio-visual industry (including 

film, television, sports, music, and other audio visual 

content).

 Addressing this issue requires a comprehensive strategy 

that deals with each component of the problem:

(a) the relevant apps and add-ons, as well as the entities 

and individuals who create, exploit and host the apps 

and platforms that facilitate access to the infringing 

content;

(b) the applicable hardware devices, as well as the entities 

and individuals who import, load, advertise, market, 

and sell the devices; and

(c) the entities and individuals who host and promote 

services from where the infringing content can be 

accessed.

 Where consumers currently may have to acquire physical 

devices and/or load up specific platforms or other 

software in order to access the content via television, 

fast-developing innovations will soon make it possible to 

access the content directly from a TV set or other device 

in a consumer’s living room – as long as that TV or device 

is connected to the internet.

 The global nature of this phenomenon presents additional 

issues. For example, Taiwan consumers are accessing 

content such as live U.S. National Football League 

football broadcasts or releases of films and TV content 

that has not yet been legitimately released in Taiwan (or 

that may be pending release or still showing in Taiwan 

cinemas). For such unauthorized content, children and 

young people in Taiwan cannot be informed about and 

protected from age-inappropriate content or advertising.

 Effectively tackling this issue will require action in several 

different areas, including the enactment of relevant 

legislation. Currently, gaps in Taiwan’s legal framework 

make it difficult to secure successful prosecutions against 

the key individuals involved in the marketing, selling, 

distribution and delivery of the content, the platforms 
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facilitating it, and the software that connects the sources 

of content with the individual devices. Ways must also be 

sought to overcome the significant challenges faced when 

gathering evidence and undertaking enforcement actions 

in this area, due to the complex technical nature of the 

devices and associated services, and the international 

nature of the networks and infrastructure that support 

them.

Suggestion 2: Enact needed revisions to the Copyright 
Act.

The Committee was encouraged that a number of positive 

reforms to the copyright law were proposed when Taiwan 

was actively preparing its candidacy for participation in the 

Trans-Pacific Partnership (TPP) trade agreement. However, 

these reforms were not incorporated in the latest draft 

amendments to the Copyright Act. We recommend the 

following steps to strengthen that bill:

1. Maintain the penal provisions set out under the current

law, in particular the public crime status for optical

disc piracy, carrying a minimum six-month prison term.

The more advanced reproduction media and technology

available today can store infringing works with much

higher quantity and quality, thus posing an even greater

threat to the legitimate businesses of rights-holders. For

example, more than 50,000 pieces of pirated disks of

Jody Chiang’s live concert performances were seized

in November 2014, and another 50,000-plus pieces of

pirated disks recorded with unlicensed films, music, and

software were seized in December 2015. Considering that

the physical sales of sound recordings accounted for 50%

of the Taiwanese recording industry’s revenue in 2015,

there is no justification for relaxing or reducing the level

of penalty against optical disc piracies.

2. Remove the proposed exemption for retransmission

of content received by use of home-use facilities. The

proposed exemption for retransmission of content

received by use of home-use facilities would unreasonably

extend the permissible exceptions under the WTO’s

TRIPS (Trade-related Aspects of Intellectual Property

Rights) agreement, to which Taiwan is a signatory. The

exemption would fall afoul of the three-step test set out

under TRIPS, as was confirmed by a WTO panel in a

ruling on a proposed “business exemption” in the U.S.

Copyright Act that is similar in effect to the provision

now being proposed by the Taiwan Intellectual Property

Office (TIPO).

The problem lies in the vagueness of the term “home-

use facilities” and the difficulty in distinguishing home-

reception facilities from commercial facilities, which

would keep the exception from being applied only to

“certain special cases.” The proposed amendment would

not effectively limit the use of “home-use facilities” for

commercial purposes or in commercial premises. Further, 

it does not satisfy the other conditions required under the 

three-step test, as it would fail to avoid “conflict with a 

normal exploitation of the work” and pose unreasonable 

prejudice to the “legitimate interests of the author.” 

3. Extend the term of protection to 70 years consistent with

the global trend. Currently 64 countries protect sound

recordings for 70 years or longer, including 18 out of the

top 20 music markets), as well as 29 out of the 32 OECD

member countries.

In the United States, sound recordings are protected for

a period of 95 years from publication or 120 years from

their creation, whichever expires first. In September 2011,

the European Union extended the term of protection

to 70 years in all member states. Other countries with

copyright terms of 70 years include Australia, Argentina,

Brazil, Chile, Ecuador, Singapore, South Korea, and

Turkey. In India the term is 60 years, in Mexico 75

years, and Honduras 77 years. Extending the term of

protection in Taiwan from the current 50 to at least

70 years would not only bring Taiwan in line with the

international standard, but also bring a number of

important advantages to the Taiwanese economy and the

creators of sound-recording content. The longer potential

economic life of a sound recording would give producers

a stronger incentive to invest in the local recording

industry, benefitting economic growth, job creation,

and tax revenue. It would also encourage producers

to continue to offer recordings to local consumers in

updated and restored (digital) formats, contributing to

the preservation of local culture by ensuring that classic

creations produced in Taiwan in the fifties and sixties

continue to be protected.

4. Increase the minimum compensation to NT$30,000 per

infringement when calculating damages so as to properly

cover the copyright owner’s accumulated losses.

The advent of the internet and e-commerce has reshaped

the global business landscape, and transactions are no

longer bound by national boundaries. Taking software

as an example, a single key can be activated hundreds or

thousands of times without sacrifice to the quality of the

work. In many cases of illegal hard-disk loading, where

retailers sell their computers by installing unauthorized

software, the courts often assess damages based on the

number of disks and USBs seized during raid, ignoring the

fact that the disks or USBs may have been used multiple

times for illegal duplication on many devices sold prior

to the raids. Because the nature of digitalized content is

that it can be duplicated so easily, especially online, it is

usually hard to prove the actual loss for copyrighted work

It is generally agreed that one of the most important ways

to protect copyright holders is for the courts to award

damages that both properly reflect the loss to the rights-
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holder and are sufficient to deter further infringements. 

Currently, Article 88 III of the Copyright Act states 

that if it is difficult for the injured party to prove actual 

damages, statutory compensation may be requested 

at an amount not less than NT$10,000 and not more 

than NT$1 million. Instead of applying the statutory 

compensation clause in copyright infringement cases, 

courts in Taiwan have consistently held that the damage 

equals the market price of the software in the disks 

seized during raids. The courts’ reluctance to apply the 

statutory compensation clause renders Article 88 III futile. 

Copyright holders’ losses are not properly compensated 

because past lost royalty revenue is not taken into 

consideration. 

The current fourth draft of Copyright Act amendments 

revises Article 88 III by removing the prerequisite of 

“difficult for the injured party to prove actual damages,” 

and al lows copyright owners to claim statutory 

damages in the range of NT$10,000 to NT$1 million. 

This change is an improvement in that it removes the 

obligation for the injured party to first prove difficulty in 

determining the actual damages before seeking statutory 

compensation. But the problem still persists of how to 

adequately reflect copyright owners’ past lost license fees. 

To address this problem, we suggest raising the minimum 

amount allowed for statutory damages. The NT$10,000 

level was set in 1992 and has never been adjusted. The 

maximum fine was NT$500,000 when introduced in 

1992, and was raised from NT$1 million in 2003, but 

the maximum amount has rarely been awarded by the 

courts. After 25 years of rapid technological development 

ushering in the internet age, we believe the time has 

come to raise the minimum statutory compensation to 

NT$30,000 to properly protect copyright owners for past 

lost license fees.

Suggestion 3: Remove unreasonable restrictions to 
CCMOs’ rate settings.

Amendments in 2010 to the Copyright Collective 

Management Organization (CCMO) Act gave greater 

freedom to content users to appeal to TIPO for rulings 

revising the copyright royalty fees set by CCMOs. Although 

both CCMOs and users have been dissatisfied with TIPO’s 

intervention in rate setting, TIPO has so far continued to 

insist on maintaining the review system. 

The Committee urges TIPO to reconsider its stance – if not 

by totally eliminating the copyright tariff-rate review scheme, 

then by setting reasonable requirements governing users’ 

applications. Specifically, users should not be entitled to file a 

tariff review application under the following conditions:

1. When more than 30 days have passed after the

publication of a new or revised tariff rate proposed by

the CCMO;

2. When a similar tariff rate had been reviewed and set

within the past three years, regardless of whether any

judicial remedy was sought;

3. When a previous settlement or agreement was reached

regarding the tariff rate at issue, and the applicant

cannot provide a convincing reason why a new ruling

is needed.
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